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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1 . Claims 1 , 3 and 4 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Tan (JP 2001-055497 A). 

2. Tan discloses a polyester blend composition comprising 50 to 85 parts by weight 
of a crystalline polyester (B) chosen from polyethylene terephthalate, polytrimethylene 
terephthalate and polybutylene terephthalate and 15 to 50 parts by weight of an 
amorphous polyester (C) comprising 10 to 85 mol% of constitutional units chosen from 

a group including glycolic acid [0015]. The polyester blend will henceforth contain 1.5 to 
42.5% of glycolic acid. The constitutional units also include isophthalic acid [0015], 
ethylene glycol [0015] and terephthalic acid [0053]. Example 14 specifically includes 
dimethyl terephthalate, glycolic acid and ethylene glycol [01 15]. 

3. Since Tan teaches the same composition as claimed, the ratio Saa/Sbb of the 
polyester resin composition would inherently be the same as claimed. If there is any 
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difference between the product of Tan and the product of the instant claims the 
difference would have been minor and obvious. "Products of identical chemical 
composition can not have mutually exclusive properties." A chemical composition and 
its properties are inseparable. Therefore, if the prior art teaches the identical chemical 
structure, the properties applicant discloses and/or claims are necessarily present. See 
MPEP 21 12.01(1) , In re Best, 562 F2d at 1255, 195 USPQ at 433, Titanium Metals 
Corp v Banner, 778 F2d 775, 227 USPQ 773 (Fed Cir 1985), In re Ludtke, 441 F2d 660, 
1 69 USPQ 563 (CCPA 1 971 ) and Northam Warren Corp vDF Newfield Co, 7 F Supp 
773, 22 USPQ 313 (EDNY 1934). 

4. Where applicant claims a composition in terms of a function, property or 
characteristic and the composition of the prior art is the same as that of the claim but 
the function is not explicitly disclosed by the reference, the examiner may make a 
rejection under both 35 USC 102 and 103. "There is nothing inconsistent in concurrent 
rejections for obviousness under 35 USC 103 and for anticipation under 35 USC 102." 
See MPEP 21 12(111) and In re Best, 562 F2d at 1255, 195 USPQ at 433. 

5. If Applicant argues that the claimed embodiments are not disclosed with 
sufficient specificity and that examiner is picking and choosing with improper hindsight, 
Examiner notes that mere fact that a reference suggests a multitude of possible 
combinations does not in and of itself make any one of those combinations less 
obvious. Merck & Co. v. Biocraft Laboratories, 874 F.2d 804, 10 USPQ2d 1843 (Fed. 
Cir.), cert, denied, 493 U.S. 975 (1989). 
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Claim Rejections - 35 USC § 103 

6. Claims 1 , 3 and 4 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Tan (JP 2001 -055497 A) in view of Shiiki et al (WO 98/1 0932). US 6,673,403 B1 
is used as an English language equivalent of WO 98/10932. 

7. Tan, discussed above, does not explicitly disclose an amorphous polyester (C) 
with a hydroxycarboxylic acid content of 60-98% by weight. Tan does teach that the 
blend is intended to prepare articles with good gas barrier properties [0001]. 

8. Shiiki discloses articles of polyesters with a gas barrier layer resin layer 
comprising a polyglycolic acid containing at least 60 wt % of a glycolic acid repeating 
unit [abstract]. Shiiki teaches that the polyester provides excellent oxygen and carbon 
dioxide gas barrier properties [abstract; column 5 lines 39-47 and 58-64]. 

9. It would have been obvious to one having ordinary skill in the art the time the 
invention was made to have prepared a polyester resin composition comprising a 
crystalline polyester and a copolyester comprising 60 to 98% by mol of 
hydroxycarboxylic acid because Tan teaches that it is within the skill of the art to 
prepare an article comprising a crystalline polyester and an amorphous polyester and 
Shiiki teaches that it is within the skill of the art to prepare a polyester with 60 wt % 
glycolic acid units. One would have been motivated to use the polyester taught by 
Shiiki as the amorphous polyester of Tan because Shiiki teaches that the polyester with 
60 wt % or more of glycolic acid units has improved gas barrier properties and Tan is 
trying to prepare articles with improved gas barrier properties. Absent any evidence to 
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the contrary, there would have been a reasonable expectation of success in using the 
polyester taught by Shiiki as the amorphous polyester of Tan. 

1 0. Since Tan in view of Shiiki teach the same composition as claimed, the ratio 
Saa/Sbb of the polyester resin composition would inherently be the same as claimed. If 
there is any difference between the product of Tan in view of Shiiki and the product of 
the instant claims the difference would have been minor and obvious. "Products of 
identical chemical composition can not have mutually exclusive properties." A chemical 
composition and its properties are inseparable. Therefore, if the prior art teaches the 
identical chemical structure, the properties applicant discloses and/or claims are 
necessarily present. See MPEP 2112.01(1) , In re Best, 562 F2d at 1255, 195 USPQ at 
433, Titanium Metals Corp v Banner, 778 F2d 775, 227 USPQ 773 (Fed Cir 1985), In re 
Ludtke, 441 F2d 660, 169 USPQ 563 (CCPA 1971) and Northam Warren CorpvDF 
Newfield Co, 7 F Supp 773, 22 USPQ 313 (EDNY 1934). 

Response to Arguments 

1 1 . Applicant's arguments with respect to claims 1 , 3 and 4 have been considered 
but are moot in view of the new ground(s) of rejection. 

Contact Information 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MIKE DOLLINGER whose telephone number is 
(571)270-5464. The examiner can normally be reached on M-F 9-5:30. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on 571-272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/mmd/ 

/Randy Gulakowski/ 

Supervisory Patent Examiner, Art Unit 1796 



